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DETAILED ACTION 



Status of Application 

Claims 1-18 are pending and presented for examination. 



Specification 

The disclosure is objected to because of the following informalities: The specification is 
missing the required sections and headings. 
Appropriate correction is required. 



The following guidelines illustrate the preferred layout for the specification of a utility 
application. These guidelines are suggested for the applicant's use. 

Arrangement of the Specification 

As provided in 37 CFR 1.77(b), the specification of a utility application should include 
the following sections in order. Each of the lettered items should appear in upper case, without 
underlining or bold type, as a section heading. If no text follows the section heading, the phrase 
"Not Applicable" should follow the section heading: 

(a) TITLE OF THE INVENTION. 

(b) CROSS-REFERENCE TO RELATED APPLICATIONS. 

(c) STATEMENT REGARDING FEDERALLY SPONSORED RESEARCH OR 

DEVELOPMENT. 

(d) THE NAMES OF THE PARTIES TO A JOINT RESEARCH AGREEMENT. 

(e) INCORPORATION-BY-REFERENCE OF MATERIAL SUBMITTED ON A 

COMPACT DISC. 

(f) BACKGROUND OF THE INVENTION. 

(1) Field of the Invention. 

(2) Description of Related Art including information disclosed under 37 CFR 1.97 
and 1.98. 

(g) BRIEF SUMMARY OF THE INVENTION. 

(h) BRIEF DESCRIPTION OF THE SEVERAL VIEWS OF THE DRAWING(S). 

(i) DETAILED DESCRIPTION OF THE INVENTION. 
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(j) CLAIM OR CLAIMS (commencing on a separate sheet). 

(k) ABSTRACT OF THE DISCLOSURE (commencing on a separate sheet). 

(1) SEQUENCE LISTING (See MPEP § 2424 and 37 CFR 1.821-1.825. A "Sequence 
Listing" is required on paper if the application discloses a nucleotide or amino 
acid sequence as defined in 37 CFR 1.821(a) and if the required "Sequence 
Listing" is not submitted as an electronic document on compact disc). 



Claim Objections 

Claim 10 is objected to because of the following informalities: Claim 10 should begin on 
a separate line for clarity. Appropriate correction is required. 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g.. In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) or 1 .321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this appHcation, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 



1 . Claims 1-1 8 are provisionally rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-12 of copending Application No. 
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10/576277. Although the conflicting claims are not identical, they are not patentably distinct 
from each other because the claims of copending application No. 10/576277 are essentially 
identical to the claims of the present application, with the exception that the claims of the current 
application have an additional base and clearcoat layer over the first set of base and clearcoat 
layers. It would have been obvious to one of ordinary skill in the art at the time of the invention 
to modify Application No. 10/576277 to add the additional layers with a reasonable expectation 
of success and a predictable result of forming a luster coating film. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 1 02 ol' this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 
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2. Claims 1-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over Tomioka 
(U.S. Pat. No. 5079030) in view of Carpenter (U.S. Pat. No. 5320673) and Takashi et al. (JP 
Pub. No. 2001-149857). 

Regarding claims 1-18, Tomioka teaches a method of forming a luster coating film (see 
abstract) comprising the steps of: 

(1) applying an aqueous luster base coating composition to a substrate in two to five 
stages, such that the thickness of the base coating applied in each of the second and subsequent 
stages is between 0.3 to 5 \xm when cured (this is accomplished by using only an air spray gun in 
the second and subsequent stages, see column 4, lines 19-32); 

(2) applying a clear coating composition over the uncured or heat-cured coating layer of 
the base coating composition (column 4, lines 38-40); 

(3) heating the two-layer coating comprising the base coating composition and the clear 
coat to obtain a cured two-layer coating film (column 4, lines 40-45). 

Tomioka fiirther teaches applying the base coating in the first stage to a thickness of 8 microns 
(column 4, line 25). Further, Tomioka teaches that 50-80% of the total coat thickness is applied 
after the first stage (see claim 1) by a rotary atomizer with a transfer efficiency of 60-80% 
(column 1, lines 23-28), which is expected to provide a coating with at least 40% solids after one 
minute or alternatively one of ordinary skill in the art at the time of the invention could have 
chosen the instantly claimed range through process optimization to be greater than 40% solids 
content one minute after the application by adjusting the initial paint composition or heating 
during the minute to remove moisture content (Tomioka teaches heating during the minute 
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interval, see column 3, lines 58-64). Tomioka further teaches the substrate that is being coated is 
an automotive body (abstract) and also therefore teaches an automotive body having a luster 
coating film formed by the method (abstract). 

Tomioka however fails to explicitly teach the base coatings and clear coatings being 
thermosetting coatings, the aqueous base coatings comprising the components as claimed in 
claims 2, 5, 11 and 14, and an additional step of applying a second clear coat layer directly on 
top of the previous clear coat layer. Tomioka further fails to teach applying a second set of base 
coating and clear coating compositions wherein the second base coating has a solids content of 
40% after one minute and has a thickness after each stage of 0.3 to 5 microns. Carpenter teaches 
a method of forming a luster coating using an aqueous luster base coat and a clear coat (column 
16, lines 54-68). Carpenter teaches that both these coatings may be thermosetting compositions 
(column 16, lines 65-66) and that preferably the clear coat is applied in two layers (column 16, 
lines 60-63). Carpenter fiirther teaches an aqueous (column 1 4, lines 52-56) luster thermosetting 
base coat composition comprising a water soluble or dispersible crosslinkable functional group- 
containing resin (coluntm 14, lines 63-68), a crosslinking agent (column 15, lines 3-7), and a 
flaky luster pigment (column 13, lines 45-47 and column 14, lines 40-42) which has been surface 
modified. Takashi teaches forming a luster coating by forming a first metallic coating followed 
by a clear coat and then further applying a second metallic coating and a second clear coat layer 
followed by curing of all the coats (abstract). Takashi further teaches that the second metallic 
coating thickness should be only 5-13 microns as it should be no more than a concealing film 
thickness. 
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It would have been obvious to one of ordinary skill in the art at the time of the invention 
to modify Tomioka's method by adding an additional base coat and clear coat layer according to 
Takashi as well as utilizing the compositions and an additional clear coat layer as disclosed by 
Carpenter to obtain a four or five-layer coating. Regarding the additional base coat layer, as this 
layer is expected to serve as a concealing layer, it would also have been obvious to one of 
ordinary skill in the art at the time of the invention to choose the instantly claimed range of 
applying the second base layer to a thickness of 0.3 to 5 microns in each stage through routine 
process optimization by utilizing only the air spray gun in Tomioka's method. Further, it would 
have been obvious to one or ordinary skill in the art at the time of the invention to choose the 
instantly claimed range of having the second base coat layer having a solids content of 40% one 
minute after the application through process optimization, since it has been held that where the 
general conditions of a claim are disclosed in the prior art, discovering the optimal or workable 
ranges involves only routine skill in the art. 

One would have been motivated to modify Tomioka's method by adding the second base 
coat in the claimed thickness and the second clear coat as disclosed by Takashi as Takashi 
teaches that these steps allow for the coating to be free from metal unevenness and provides an 
excellent flip-flop property (abstract). Further, one would have been motivated to utilize the 
compositions and methods disclosed by Carpenter as he teaches that his method provides 
coatings having an excellent appearance and physical properties (column 16, lines 66-68) and 
that the metallic flakes described are resistant to oxidation with minimal discoloration or 
diminution of the metallic effect, and provide superior dispersion in the waterbome composition 
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and thus result in a coating with an enhanced metallic effect and improved color development 
(column 2, lines 31-43). 

Pertinent Prior Art 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Shiraga et al. (U.S. Pat. No. 5378275) 
Kuwajima et al. (U.S. Pat. No. 4820555) 

Conclusion 

Claims 1-18 are pending. 
Claims 1-18 are rejected. 
No claim is allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ROBERT S. WALTERS JR whose telephone number is 
(571)270-535 1 . The examiner can normally be reached on Monday-Thursday, 6:30am to 
5:00pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Barr can be reached on (571)272-1414. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 

Application Information Retrieval (PAIR) system. Status information for published applications 

may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 

applications is available through Private PAIR only. For more information about the PAIR 

system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 

system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 

like assistance from a USPTO Customer Service Representative or access to the automated 

information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/ROBERT S. WALTERS JR/ 
August 26, 2008 
Examiner, Art Unit 1792 

/Michael Barr/ 

Supervisory Patent Examiner, Art Unit 
1792 



